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Abstract

Patent rights and trade marks are potentially substantial assets to invest in
various fields of developing industries. Article 1(d) Foreign Investment
Promotion and Protection Act ratified by the Iranian parliament in 2002 refers
to those rights that could be the subject of foreign investment agreements in
Iran. The question is that if there was an international factor in a security
contract of a patent right, what conflict of law rule within the framework of
well-known methods could achieve a definitive and predictable solution. It
seems that if there is neither a mutual agreement nor, due to financial reasons,
the most closely connecting factor to a security contract of a patent right other
than the one referred to the Article 968 of the Iranian Civil Code, then merely
recourse to the legal methods to resolve conflict of laws could be problematic.
As a governing law on security interests in patent rights, this article attempts
to propose a method of the conflict of law rule corresponded to fundamental
features of intellectual property rights by referring to the classical rules of
conflict of laws, fundamental economic features of security interests in
intellectual property rights and recent international approaches, particularly,
the UNCITRAL legislative guide of secured transactions.
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1. Campbell Connelly & Co Ltd v Noble [1963] 1 All ER 237, [1963] 1 WLR 252.

2. Corcovado Music Corp. v. Hollis Music, Inc. 981 F.2d 679 (2d Cir. 1993).

3. Exclusive License and Non- Exclusive License

4. Assignment Agreement
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7. INTELLECTUAL PROPERTY: PRINCIPLES GOVERNING JURISDICTION,
CHOICE OF LAW, AND JUDGMENTS IN TRANSNATIONAL DISPUTES,
American Law Institute(ALI), (2008), last seen(2020-03-22), available in:
https://www.wipo.int/edocs/lexdocs/laws/en/us/us218en-part2.pdf
8. Principles on Conflict of Laws in Intellectual Property.


https://www.wipo.int/edocs/lexdocs/laws/en/us/us218en-part2.pdf
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1. Lex Protectionis

2. “The law applicable to existence, validity, registration, scope and duration of an
intellectual property right and all other matters concerning the right as such is the law
of the State for which protection is sought”.

3. “The transferability of intellectual property rights and the question whether the
transfer or license can be invoked against third parties shall be determined by the law
of each State for which protection is sought”.

4. "(1) In the absence of a contractual choice of law...... is most closely connected".
(2) In contracts ...... the court shall take into consideration in determining the State
with the closest connection:

(a) as factors tending to the law of the State in which the transferee or licensee has
her/his habitual residence at the time of conclusion of the contract.

(b) as factors tending to the law of the State in which the creator, transferor or licensor
has her/his habitual residence at the time of conclusion of the contract.

(3) If no clear decision can be made under paragraph 2 and the transfer or license
concerns intellectual property rights for only one State, it shall be presumed that the
contract is most closely connected with that State. If the transfer or license concerns
intellectual property rights for multiple States, it shall be presumed that the State with
which the contract is most closely connected shall be the State in which the creator,
transferor or licensor has her/his habitual residence at the time of conclusion of the
contract”.
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Dicey, Morrise & Collins, The Conflict of Laws, Sweet & Maxwell, 15th Edition,
(2018), (Chapter 32- Section 2), supra note 32-041, at 2 (Rule 222, Comment).

2 Article 25(Party Autonomy): (1) A contract shall be governed by the law which the
parties choose explicitly or implicitly... (2) The parties may choose the applicable law
regarding a part of the contract. last seen (2020-03-22), Available in:
http://elaw.klri.re.kr/feng_mobile/viewer.do?hseq=22558&type=part&key=8

3The Korean Principles on International Intellectual Property Litigation (‘Korean
Principles’).


http://elaw.klri.re.kr/eng_mobile/viewer.do?hseq=22558&type=part&key=8
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1 Article 20: (1) The parties may enter into a choice of law agreement for all or part
of disputes anytime before or after the disputes arise. Provided, however, the choice
of law agreement regarding the issues of existence/validity disputes, the contents,
extinguishment, infringement, assignability, and the effect of assignment of
intellectual property rights on a third party, and registration of registered IPRs shall
be binding only on the parties concerned.

(2) The choice of law agreement between parties shall not affect the rights of third
parties that are established before the agreement. (3) The existence and validity of the
choice of law agreement shall be governed by the law chosen thereby.

2. American Law Institute.

3. Uncitral Legislative Guide on Secured Transactions(Supplement on Security Rights
in Intellectual Property), United Nations, New York, 2011, last seen (2020-03-22),
available in: https://www.uncitral.org/pdf/english/texts/security-lg/e/10-
57126 _Ebook_Suppl_SR_IP.pdf


https://www.uncitral.org/pdf/english/texts/security-lg/e/10-57126_Ebook_Suppl_SR_IP.pdf
https://www.uncitral.org/pdf/english/texts/security-lg/e/10-57126_Ebook_Suppl_SR_IP.pdf
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1. EEC Convention on the Law applicable to Contractual Obligations, [1980] OJ
L266/1, which came into force on 1 April 1991 (the ‘Rome Convention 1980°).

2. Regulation (EC) No 593/2008 of the European Parliament and of the Council of 17
June 2008 on the law applicable to contractual obligations (Rome 1), [2008] OJ
L177/6, which came into force on 17 December 2009 and applies according to the
corrigendum to contracts concluded as from 17 December 2009.

3. Fawcett, James, J, and Torremans, Paul. “Intellectual Property and Private
International Law”, (2nd Edition), Oxford Private International Law Series,
Published in print: 17 February 2011, para.14.53

4. Fawcett, James, J, and Torremans, Paul. Ibid, paras.14.69- 14.122.
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1. Troller

2. Troller, A,. “International Lizenzvertrage, in [1952] GEWERBLICHER
RECCGTSSCHUTZ UND URHEBERRECHT”,108(Austlandsteil), supra note 38, at
196, Cited by: Fawcett, James, J, and Torremans, Paul,lbid, para.1.4.74.

3. Modiano, Giovanna, ““ International Patent Licensing Agreements and Conflict of
laws”, Northwestern Journal of International Law & Business, Volume 2,Issue 1
Spring,1980,PP. 23- 27

4. Palmer,Edith,. “The Austrian Codification of Conflicts Law”, The American
Journal of Comparative Law, Vol.28,No.2 (Spring 1980), pp.197-234, Published by;
Oxford University Press, Para, 43(1).

5. Eugen Ulmer

6. Ulmer, Eugen,. “ Intellectual Property Rights and the Conflict of Laws”, Kluwer,
Netherlands, 1978.p. 102.
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1. Fawcett

2. Fawcett, James, J, and Torremans, Paul. 1bid, para.14.87

3. A Dicey, “Dicey’s Conflict of Laws*, (7th edn, 1958); C Schmithof, “The English
Conflict of Laws”, (3rd edn, 1954), Cited by Fawcett, James, J, and Torremans, Paul.
Op,cit, para.14.88
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5. Art 23 of the Korean Principles:

(1) If there is no choice of law agreement for assignment of Intellectual Property
Rights, providing them as security or license thereof, the law of the State which has
the closest connection shall apply. The law of the State of the Habitual Residence of
the assignee, security holder, or licensee is presumed to be the law of the State with
the closest connection.
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1. Bariatti, Stefania, “The Law Applicable to Security Interests in Intellectual
Property Rights”, Journal of Private International Law, 2010, 6:2, pp.407-412
2. Grantor
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1. Secured Creditor.
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1. The Uniform Commercial Code, last seen (2020-03-22), available in:
https://www.uniformlaws.org/acts/ucc

2. U.C.C. § 9-101 Official Cmt. (2001)

3. U.C.C. § 9-101 Official Cmt.

4. Perfection.
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